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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 13-24 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject 

matter which applicant regards as the invention. These claims are directed 

toward a system however there is no recitation of any structure. These claims 

are therefore indefinite as on or ordinary skill in the art cannot determine what the 

system is comprised of. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 13-24 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. These claims are directed 
toward system claims but do not recite any structural limitations. It appears 
these claims are directed toward software. 

Software, programming, instructions or code not claimed as encoded on 
computer-readable media are descriptive material per se and are not statutory 
because they are not capable of causing functional change in a computer. When 
such descriptive material is recorded on some computer-readable medium it 
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becomes structurally and functionally interrelated to the medium and will be 
statutory in most cases. 

Furthermore, software, programming, instructions or code not claimed as 
being computer executable are not statutory because they are not capable of 
causing functional change in a computer. In contrast, when a claimed computer- 
readable medium encoded with a computer program defines structural and 
functional interrelationships between the computer and the program, and the 
computer is capable of executing the program, allowing the program's 
functionality to be realized, the program will be statutory. 

Claims 13-24 are therefore rejected where there is no indication that the 
proposed software is recorded on computer-readable medium and/or capable of 
execution by a computer. Examiner suggests that the applicant incorporate into 
Claims 13-24 language that the proposed software is recorded on computer- 
readable medium and capable of execution by a computer to overcome this 
rejection. 

Correction required. See MPEP § 2106 [R-2]. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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Claims 1-8 and 13-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lupien et al (hereinafter Lupien US 5,689,652) in view of Keith 
(US 2004/0236614 AD . 

Re Claim 1: Lupien discloses a method for providing a crossing market 
for trading a tradeable instrument, the method comprising 

• Providing crossing market rules that govern the trading in the 
crossing market (Abstract, Column 3, lines 44-53; crossing based 
on profiles govern the market) 

• Receiving a plurality of customer orders (Column 3 line 54- 
Column4 line 5) 

• Selecting a bid-offer liquidity spread from the plurality of bid-offer 
liquidity spreads (Column 4, lines 10-26) 

Lupien does not explicitly disclose the steps comprising: 

• Determining an order imbalance based on the received plurality of 
customer orders 

• Calculating a crossing price based on the order imbalance and the 
selected bid-offer liquidity spread 

Keith disclsoes 

• Determining an order imbalance based on the received plurality of 
customer orders (paragraph 0065) 

• Calculating a crossing price based on the order imbalance and the 
selected bid-offer liquidity spread (paragraph 0065) 
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It would have been obvious to a person of ordinary skill in the art at the 
time of invention to include the teachings of Keith to the disclosure of Lupien in 
order to account for any disparities between the buy and sell side orders. In 
weighting the crossing price, the system can maximize participation in the 
market, which increases both the liquidity and depth of the market. 

Re Claim 2: Lupien in view of Keith discloses the claimed method supra, 
but does not explicitly disclose providing a method for trading a fixed income 
security. However, Lupien does broadly disclose the trading of "variety of 
stocks," (Column 1, lines 37-60). Official Notice is taken that the trading of fixed 
income securities on a crossing market is notoriously old and well known in the 
art. It would have been obvious to a person of ordinary skill at the time of 
invention to include the trading of these instruments to the disclosure of Lupien in 
view of Keith to create a market for this popular type of security. 

Re Claim 3: Lupien in view of Keith discloses the claimed method supra 
and Lupien further discloses the step comprising wherein providing crossing 
market rules further comprises requiring participation in a series of crossing 
markets (Column 4, lines 1-26; "The CMC will then calculate for every buy/sell 
profile pair, a mutual satisfaction cross product. The mutual satisfaction cross 
product represents the degree to which that buy/sell pair can satisfy each other. 

Re Claim 4: Lupien in view of Keith discloses the claimed method supra 
and further discloses wherein providing the crossing market rules further 
comprises requiring adherence to the crossing market rules. This step is 
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inherent in the issuance of rules. If adherence is not required then these are not 
in fact rules. 

Re Claim 5: Lupien in vie of Keith discloses the claimed method supra 
and Keith further discloses wherein the selecting a bid-offer liquidity spread 
comprising selecting a bid offer liquidity spread based on the order imbalance 
(paragraphs 0064-0065; "The imbalance is used to determine a point on the 
curve, and thus to specify the price change.") 

Re Claim 6: Lupien in view of Keith discloses the claimed method supra 
and Keith further discloses wherein the selecting a bid-offer liquidity spread 
comprising selecting a bid offer liquidity spread based on the proximity of a 
midpoint of the selected bid-offer liquidity spread to the price of the order 
imbalance (paragraphs 0064-0065; "The price change being measured relative to 
a specified price, such as the midpoint of the buy-sell quote spread from an 
external market.") 

Re Claim 7: Lupien in view of Keith discloses the claimed method supra 
and Keith further discloses wherein the calculating a crossing price comprising 
calculating a volume-based weighted average between a midpoint of the 
selected bid-offer liquidity spread and a last-executed trade (paragraph 0065; 
"the auction match will occur at the midpoint of the most recent quote spread less 
2 points.") 

Re Claim 8: Lupien in view of Keith discloses the claimed method supra 
and Keith further discloses wherein the calculating a crossing price comprising 
calculating a volume-based weighted average between a midpoint of the 
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selected bid-offer liquidity spread and the order imbalance (paragraph 0065- 
0066). 

Re Claims 13-20: Further system claims would have been obvious in 
order to implement the previously rejected method claims 1-8, respectively, and 
are therefore rejected using the same art and rationale. 

Claims 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lupien in view of Keith as applied to claim 1 above, and further in view of 
Gary (US 6,618.707 BP . 

Re Claims 9-10: Lupien in view of Keith discloses the claimed method 
supra but does not explicitly disclose the step further comprising incentivizing 
market makers to provide liquidity by providing a market maker that controls a 
majority or a predetermined substantial minority of the trading with additional 
information as to the size of the crossing and the amount of imbalance of buyers 
and sellers. Gary discloses where a primary market maker receives incentives 
as a bonus for maintaining an orderly market (Column 4 line 65-Column 5 line 3). 
It would have been obvious to a person of ordinary skill in the art at the time of 
invention to include the teaching of Gary to the disclosure of Lupien in view of 
Keith in order to maintain a certain degree of liquidity and order in the particular 
market. In doing so, users of the market can be assured that they are receiving a 
fair trading price. While Gray does not explicitly disclose the incentives as 
information relating to the size of the crossing and the amount of imbalance, 
Official Notice is taken that this type of information is old and well known as 
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valuable to market makers as it allows for more transparency of the market, 
which allows said market maker to put themselves in a better position relative to 
their competitors. It would have been obvious to a person of ordinary skill in the 
art to include this information as the incentive so that the market maker can profit 
put themselves in a position to facilitate the most amount of trading, which leads 
to a greater profit. 

Re Claims 11-12: Lupien in view of Keith discloses the claimed method 
supra but does not explicitly disclose the step further comprising incentivizing 
market makers to provide liquidity by rewarding a market maker that controls a 
majority or a predetermined substantial minority of the trading with the names of 
participating market makers and a reduced securities buy price and an increased 
securities sale price. Gary discloses where a primary market maker receives 
incentives as a bonus for maintaining an orderly market (Column 4 line 65- 
Column 5 line 3). It would have been obvious to a person of ordinary skill in the 
art at the time of invention to include the teaching of Gary to the disclosure of 
Lupien in view of Keith in order to maintain a certain degree of liquidity and order 
in the particular market. In doing so, users of the market can be assured that 
they are receiving a fair trading price. While Gray does not explicitly disclose the 
incentives as information relating to the size of the crossing and the amount of 
imbalance, Official Notice is taken that this type of information is old and well 
known as valuable to market makers as it allows for more transparency of the 
market, which allows said market maker to put themselves in a better position 
relative to their competitors. It would have been obvious to a person of ordinary 
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skill in the art to include this information as the incentive so that the market 
maker can profit put themselves in a position to facilitate the most amount of 
trading, which leads to a greater profit. 

Re Claims 21-24: Further system claims would have been obvious in 
order to implement the previously rejected method claims 9-12, respectively, and 
are therefore rejected using the same art and rationale. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Timothy M. Harbeck whose telephone 
number is 571-272-8123. The examiner can normally be reached on M-F 8:30- 
5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Hyung S. Sough can be reached on 571-272-6799. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 



Application/Control Number: 10/040,837 Page 10 

Art Unit: 3628 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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